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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 

(Docket No.: PTO-P-2007-00313 

Examination Guidelines for 
Determining Obviousness Under 35 
U.S.C. 103 in View of the Supreme 
Court Decision in KSR international 
Co. v. Teieflex Inc. 
AGENCY: United States Patent and 
Trademark Office. Commerce, 
ACTiON: Notice, 

SUMMARY Flu I ni!< ' if 1 • ' 3.t f nd 
Trademark Office (USFTO) is 

i rtioa guidelines for 
cu i ) i obviousness , 35 
U.S.C. 103 in view of the Supreme Court 
decision n f > fniemaiionn! i v. 
Teh/lax ' These gisidelines wili assist 
USPTO personnel to make a proper 

t i on oi obviousness mdt * 
U.S.C. 103 and to provide an 
appropriate supporting rationale. 
DATES: These guidelines are effective 
October 10, 2007, 

FOR FURTHER INFORMATION CONTACT: 

Contact either Kathleen Kahler Fonda. 

i '> nk sin p h m ' _ 

7754; e-mail te s > 

or Pinchns M Larder, Patent 
Examination Policy Analyst (telephone 
(571) 272-7726: e-mail 

HI ' i s i s 1 t 

of the Deputy Commissioner for Patent 
Examination Policy. Alternatively, mail 

1 Iv.'ill l N s 1 

'. ml i at Cociinisaiooer tor Patents, 
atfn: KSR, P.O. Box item Alexandria. 
VA 22313-1450. 

SUPPLEMENTARY SNFOBMATiON: These 
guidelines are intended to assist Office 
personnel to make a proper 
determination of obviousness coder 35 
U.S.C 103, and to provide an 
appropnah s nJe m view 

of the recent decision by the Supreme 
Court in KSR International Co. v. 
Teieflex Inc. (KSR}.* The guidelines are 



1 ' _ s 



based on the Office's current 
understanding of die law. and are 
eli edU . coi stent with t) 
ei • i' the Snj > 

Court. 2 

substantive rule making and 1 i do 

t in etoflaw 
They has e l eioped as a manor 

of internal Office management and are 

benefit, substantive or procedural, 
enforceable by any party against the 
Office. Keieciionsdvid continue to be 
based upon the substantive law, and it 
is these rejections that are appealable. 
Conseqeei tl iv tailor h\ Office 
personnel to follow the guidelines is 
neither appealable nor oetitionabie. 

i m * t t i 1 

from the Office, including certain 
sections of the current Manual of Patent 
Examining Procedure (MPEP), is 
inconsistent with the guidance set forth 
herein, Office personnel are to follow 
■ ! evision of 

the rViPEP will be updated accordingly. 

1 . The KSR Decision and Principles of 
the Law of Obviousness 

Teieflex owned a patent claiming 
technology useful in the gas pedal of a 
car. The invention at issue in KSR was 
a pedal assembly that could be adjusted 
to accommodate drivers of different 
statures. The electronic: pedal-position 
sensor was positioned on 'die support 
for the pedal assembly, and the pivot 
point of the pedal remained fixed 
regardless of bow the pedal assembly 
was adjusted. Tins combination of the 
fixed pivot point for the ad instable 
pedal an. position on 

the support resulted in a simpler, 
lighter, and snore compact design. 

Teieflex sued K's R ! < > h t i 
The district court cited efereoces sai 
separately taught adjustable pedals and 
sensors, and found on summary 
judgment that Teleflex's patent was 
invalid for obviousness. On appeal, the 
Federal Circuit vacated uae district 

d the case. 
The Federal Circuit stated that "the 
district court's analysis applied an 
incomplete feaching-suggestion- 

i i test" ir arriving at the 
finding of obviousness. 3 

Upon KSK's i re\ ew of the 

Federal Circuit's decision, the Supreme 
Court reversed, concluding that the 
district court had correctly determined 
that the patent was invalid for 



* Further devebiwr.is in tea taw of obvioasnes 
are to be expect, i ' ' «f Thus, it is not 

dn.u' wlii::ii recite Cteste Cssissjiii wis rOisri 
their viability. 

: Tekjkx ten. v. KSR tete Co., ! US Fh5. Appx. 
282, SS8 {Fod. Ot. ZOOS). 



obviousness. The Supreme Court 

f ir framework hoi 

determi ning obviousness as set forth in 
Graham \ but stated 

that the Federal Circuit had erred by 

i I teach , .ii 

moli\d ,or I ! t 

nl ' o ids. ( w ^. 'm>'iP. ^ On 
^ ' >• i < Sue Pedeiei 

Circuit had erred in lour ways: (l) "By 
holding that courts and patent 
examiners should look only to the 
i i 1c 

> ^ ■' {2} by assuming "that a person 
' to solve a 

i : \hl 0 ' i \ i 1 - 
km ji ti in si. 

e sanu >t fa] bj nc! ng 

"that a patent claim cannot be proved 
obvious merely by - > that 

to try;' " ; and 14} by overemphasizing 
(hi risk f courts am i 
falling prey to hindsight bias" and as a 
result applying "|r)igid preventative 

i>t , 'O di is u i i~i { 

in KSR. the Supreme Court 

a im u tO nt u 1 
* ii n ! pntem bas< d mi 
hi n! lation : ei nt nt ; foui in 
the prior art.'"' and discussed 
circumstances in which a patent might 
be determined to he obvious, 
importantly, the Supreme Court 
' l,i 

precedent that "Itjhe combination of 
familiar elements according to known 
methods is likely to he obvious when if 
does no nan f i , idictable 

results." u ' The Supreme Court stated 
that there are "i'ijhree cases decided 
niter Graham [thai! illustrate this 
doctrine."^ ht] On United O'otesv. 
Adams, ' ' ' lljhe Court recognized 
that when a patent claims a structure 
already knows; in the prior art that is 
altered by the erase 'notion of one 
element for another known in the field, 
the combination must do more than 
rieid (i ciabie sul 1 2} i 
Anderson s b < 

Pavement Salvage Co., * * * dike two 
(pre-existing elements] in combination 
did no more than they would in 
separate, sequential operation," ' 3 (3} 
"(I]n Sakraida v. AC Pro, Inc.. the Court 
derived* * * the conclusion that when 



> KSIl SS0 U.S. at . <•:: 'JsPOttd at i:i<o 
■■Id. at . US iteKWSamJS? 

7 ili. 

"Id. at. ... 82 USPQ2d 81 1395. 
10 Id. 
"id. 
» Id. 
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a patent, simply arranges old elements 
with each > s < i j. >i n function 

it had been known to perform and 
yields no more than one would expect 
from such an arrangement, the 
combination is obvious.'' i ; (internal 
1 p maples 
underlying those cases are instructive 
when the question is whether a patent 
application, claiming the combination of 
elements of prior ;rr! would nave been 
obvious. The Supreme Court further 
stated that: 

' h< a t is j i j( fa-id of ^ 

forces can prompt variations of it. 1 i 
the same field or a different one. If a pes son 
rdiuar) 1 . n'( . i < ibi 

For the same reason, ii a toefmiqim has been 

Us 1 to Dpi ill 

ordinary skill in lie art would recognize that 
it would improve similar devices in the same 
way. usinj.', the technique is obvious unless 

sfci!L'V,"' ! '' H Jl " J ' " b '° " U ' 
When considering obviousness of a 
combination of known elements;, the 
operative question is thus " whether the 
improvement is more than the 
predictable use of prior art elements 
according to their established 
functions." "'• 

II. The Basic Factual Inquiries of 
Graham v. John Deere Co 

An invention that won id have been 
obvious to a person, of ordinary skill at 
the time of the invention is not 
pafentableb'hAs t'eiteraletl by tire 
Supreme Court in KSH, tbe framework , 
for the objective analysis for 
0 1 i m obviousness under do. 
U.S.G. 103 is staled in Graham v. johr. 
Deere Co. 33 Obviousness is a question of 
law based on underlying factual 
inquiries. The factual inquiries 
enunciated by the Court ere as follows: 

(:t j Determining the scope and content of 
the prior art; 

( Vscertaming the diffei 
the claimed invention and the prior art: and 

(a; Resuming the ens;! of ordinary skill in 
the pertinent am 

Objective evidence relevant to the 
issue of obviousness must be evaluated 
by Office personnel.* 8 Such evidence, 

t s "secondary 
co si itlons say in eid.ene 
of com U6" cist sut g ell but 

u isoh 6i rt Is, failm lei u d 

unexpected results, Tbe evidence may 
be included in the specification as filed, 



"let, at .its US{'Q2dat it!9S-9fi. 




accompan y the apj ing, < 

be provided n i mnei at some 

other point during the prosecution. The 
weight to be given any objective 
evidence Is decided on n oase-by-oase 
basis. Tbe n 'in i 

has presented evidence does not > i 
thai ti !ei p i » 

issue of obviousness. 

itj ess nnstbe 

v i d on the basis of these factual 
r iie each i i 

different and must fa: decided on its 
own facts, the Graham factors, 
including secondary considerations 
when present, are tbe controlling 
inquiries in anv obviousness analysis. 80 
As stated by the Supreme Court in KSR, 
"While the sequence of these questions 
might be reordered in any particular 
case, the [Graham] factors continue to 
define the inquiry that controls," 
Office Personnel as Factfinders 

Office personnel fulfil) the critical 
role of factfinder when resolving tbe 
Graham inquiries. It must be 
remembered that while the ultimate 
determination of obviousness is a legal 
conclusion, the underlying Graham 
inqtii in i hen making an 

obviousness rejection, Office personnel 
must therefore ensure that the written 
record includes findings of fact 
concerning 'he state of She art and the 
teachings of the references ap plied. In 
certain circumstances, it mar also be 
important to include explicit findings as 
to how a person of ordinary skill would 
have understood prior art teachings, or 
what a person of ordinary skill would 
have known or could have done. Factual 
findings made by Office personnel are 
the necessary underpinnings to 
establish obviousness. 

Once the findings of fact are 
articulated, Office personnel must 
provide an explanation to support an 
obviousness rejection under 35 U.S.C. 
103, 35 U.S.C, 132 requires that the 
applicant be notified of the reasons for 
tec aim so that he or 
she can decide how best to proceed. 
Clearly selling forth findings of fact and 
the rationalefs) to support a rejection in 
an Office action leads to the prompt 



-■'She Ctcvmcc Sugars vreee reaffirmed end relied 
i 1 1 t i 

ekuerrraaataoa at ohvaemnes-) i» ffie feet rammoa 

- 13 v ) tJ.S 

r o Tar s , e la Great has rulum; Sue - 
rteieas ;.e, each a: as oaveeascsas aieeisajas i 
Gaaaa;. fee Saireem v, s ' ;ac . 1 > U.S. 273, 
18atISPQ4,U - I S 55(19-/0} 

£te!iii v. Johnston, 425 U£. 218, 188 USPQ 257 
iiarai, and Ande: rue's- p.'aai: Hock, die, v. 
UemmeiU fietvem iSv, 396 - - 163 , SSS 
(19B9). 

*> KSH, 5S0 U.S. at ... , 88 GSPQ'Sd at 1381. 



resolution of issues pertinent So 
patentability. 22 

In short, the focus when making a 
determination of obviousness should be 
on what a person of ordinary skill in the 
p rlins it art v or hi Iran • n rwn 1 the 
time of the invention, and on what such 
a person would have reasonably 
expected to have been able to do in view 
of that knowledge. This Is so regardless 
of whether lbs son roe of that knowledge 
and abhhy w as documentary prior art, 
general know! edge in the art , or 
common sense. What follows is a 
discussion of tbe Graham factual 

s\. Determining the Scope and Content 
of the Prior Art 

In determining the scope end content 
of the prior art 11 mnei must 

first obtain a thorough understanding of 
the invention disclosed and churned in 
the application under examination by 
' ! n i t< 1 l ,n in tin 

claims, to understand what the 
appiicant has invented.'-" 5 The scope of 

0 1 t , i i 'I 

d nined b )a claims b 

"broadest reasonable interpretation 
consistent with the specification." »* 
Once tbe scope of the claimed invention 

1 1 'i i j i rsonnel i net 

then determine what to search for and 
where to seared). 

' i ' i > .v search 
should cover tbe claimed subject matter 
and should also cover the disclosed 
features which mi - f < 
expected to be claimed. 48 Although a 
rejection need not be based on a 
teaching or suggestion to combine, a 

ireh will bed 
finding references that provide surd; a 

2, ib/tere io search: Office personnel 
' i i i • 

SI, . dl a II . A MPEP 

§ 904 to § 904.03 regarding search of the 
prior art. Office personnel ere reminded 
that, for purposes of 35 U.S.C. 103, prior 

i , ' . i 1 i b d i 
applicant's endeavor or be reasonably 
pi i } n o m vith 

which the j cerned 

i r i ti i a lieh 

of endeavor other than thai of the 
applicant/-' or solves a problem wiiicii 



:: < .Sea Mi'sp S 903 pit;; aejmoii, leveaen S. AllacU 
:vmaa PaPUas < , 415 mtlilS 

I sue. 73 tiSPQtai 3 321, PUU> U'ed, ear. titles} arid 
* See MPKP § 904.02. 

2 » As noled by the Conn in K$S, 'dwlher, a work 
is .-■viaiiuae ia una tied: of endeavor, design 
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is different from thai which the 

pi it wa h i 
be considered for She ourooses of 35 
U.S.C. 103.^ 

For a i ( , i of what constitutes 
prior art, see MPKP § 90S So § 901 .08(d) 
and §2121 to §2129. 



\sct rtj oi i Of tAwui 

the claimed invention sod. She prior art 
requires iatt i 

i i a 

u\t irin i m i) < < , <. O - 

C, Resoivim; the oevei of Ordioarv Skill 
in die Art 

Any obviousness rejection should 
;ot huh i !the >- {<) s '.on: \ ■ 
view of the prior ar! applied, an 

i i i i of the t ! of ordinary skiii. 
A finding as to the level of ordinary skill 
may he used as s partial basis for a 
resolution of the issue ' in ou oust 

Ti ( p< ?oi i d 
is a hypothetical person who is 
presumed to hove known the relevant 
s 1 ti t to < 1 .1 

that may be considered in determining 
the level of ordinary skill in the art may 
include: (1) "Type of problems 

.into in j i 1 "prior . 
solutions to those problems;" (3) 

nip dit> wi 1 i- ; 1 i \ i , i 
I - n 
,. . hvn log rnri ■ ■>) tiional 1< 1 

it t 1 1 workers in ! , t In a given 
i is« ery fact e present 



other markst i 
, oitfafii in ti* i 
ijjpfaasis aridfirO 550 



Vis p, 



- that' 



sk:i: attempting to mtva a prehha.a aebii aa Sen sit 
in those aSumenls 1 prior ar? aOsiptnei to s 
sn < j x < 

5-coVra] Uji un t ^ c oareme 

CouU's oedsioe. in .C.s.a o, aenerOiv m aatcrri with 
these statements hv the .OS'/-; Cr.ttvi. See, ma. to re 
[Via,, vUO i , i 

(bed Cb ! SO) (en ban ,. H i ooi oa ar .. 
cadet t i tVd b It i <x> .or situs 

that Snah a struct arai '.iroUariiv 00 veoeo a daimed 



and one or more fact ors 
predominate."™ 
" A person of ordinary 



skid 



not an automaton." "jlln many cases 

j < s i i \ 11 be able 

to fit the teach ing noit 
together like pitices of a puzzle." ::Z 
Office persoooel may also sake into 
at i oun ib t n < reitn e 

i perm < < t! 
the art would employ." 33 

In addition io the factors above. Office 
personnel may rely on their own 
technical expertise to describe the 
knowledge and skills of a person of 
ordinary skill in the art, 34 

Rationales To Support Rejections 
tinder 35 U.S.C. 103 

Once the Graham factual inquiries are 
resolved, Office personnel must 
determine whether uh.e claimed 
n on ouki have be ob 
one of ordinary skill in the art. 

confined by * * * overemphasis on the 
importance of published articles and the 
explicit corUesit el issued patents ' * " . Io 
tneny If aids it assy be that' there is 1 title 
discussion of obvious techniques or 
combinations, and it onan may be dm rasa 
that can bet demand. ratUm than scierUiric 
.baonuu.m. nil! drive dastina trends, si 

Prior art is not limbed just to the 
references being applied, but includes 
the understanding ot one of ordinary 
; 1 ill to the irt. The priot it eh t to t 
{or references when combined) need not 
leach or suggest till the claim 
limitations I i ersonnel 

must explait) why the differenceisj 
between the prior art and the claimed 
invention would have been obvious to 
one of ordinary skill in the art. The 
"mere >\ 

the prior art and an invention does not 
establish the invention's 
iioaobvtotisness." 38 The gap between 
the prim- art and the claimed invention 
may not be "so great as to render the 



■ . o ;< , 



a bOSS 



1 tiSUQSb a> met ' Gin it mob. 
SlSUSbQses, abSuVUCir, 'lasSb 



loialnai nonobviou.s to out! reasonably 
skilled in the art." ;:? in determining 
obviousness, neither the particular 
motivation, to make the claimed 
invert' ion nor the problem the inventor 
Is solving controls. The proper analvsts 
is whether the claimed ifi\ ention would 
have b«on obt teas to t < 
skill irt the art alter consideration of all 
t he facts.™ Factors other than the 
disclosures tit the cited prior art may 
provide a basis for concluding thai it 
wouul have been obvious to one of 
ordinary skill in the ar! tt? bridge the 

i 'i le i ■ oil bcl >w 

ontline reast 1 omtpph<dto 

find obviousness in such cases. 

If the search of the prior art and she 
resolution of the Graham factual 
inquiries reveal that art obviousness 
rejection may be made using the 
t urn hat teaehtnstasuggestioomrotivaiion 

^s: i i mi 0 

' i i Oil t e 

made. Altln ! - j e me Court in 
i >< t ' t . th ! ;id 

» ' i i . ' 

that TSeal was one of a number of valid 
rationales that could be used to 
determine obviousness. Office 
personm 1 sh 1 t 
one or store of the other ration;) los set 
t besom pn , a conciusioo ' 
obviousness. :u Note that the list of 
rationales provided below is not 
intended to he an all-inclusive list 
Other rationales to support a conclusion 

f obvi tsnt : may be relied t pon by 
Office personnel. 

x 'i> rejection 

under 33 U.S.C. 103 is the clear 
articuladon of the reason(s) why the 
claimed invention would have 'been 
obvious In ort in KSR 

noted that dm analysis supporting a 
rejection under 35 U.S.C. 103 should be 
oa.ade explicit. The Court quoting In re 
Koto 0 tt d th i Rjeject on i 
obviousness cannot be sustained by 



■>-ld. 

'"as U.tt.C. i.esf;;}. 

:i ' J .-'m.miUmt/ to tiaj S ; ,p;aj.ne Court, eattibiisinoaiit 
of tht^ fSM I r J I 1 

'Oaptoma a inaoiu! issiftit." ssa li.S, at , a:; 
0;tbQ2ci SSSS, WiOti ialtina to re fi,-:^i 200 f.2,i 

era;, asa-s?, raa l-s^q ;nm. attr-es ioseo?. 
. 0 m j ti S pjlari j, »i 

aobartvbm the TSM tost and the CO-obo,,, anaiys,.,." 
.C'Sfi, Sat) O.S. it , 82 OSPQ2U at iSOS, Th': 



Cirgiii 



aiso or 



3 b-v dt., i v ns tc tLc 

oiearina of prior art ademneos ta psraoos ot 
ordmarv ski ti. in the art." la rt- 8vrk, J20 f'.S'J 1 310. 
51- 85USPQ2 - c t il 3003J 

"Hit. 5S0 0.8. at..., 62 USPQ2d st 1396. 
**Datm v. fohnsior., -525 U.S. 219, 230, OSS USf'Q 



n app: 



I'M 877. 988, 76 USf'Q2d It 
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< 1 !:s; ins 

there must be some articulated 
reasoning with some rational 
■underpinning to support toe legal 
conclusion of obviousness.' " 42 
Bationaies 

(A) Combining prior art elements 
according to known methods to yield 
predictable results; 

I!) Simple substitution of one know:; 
element for another to obtain 
i ble i milts 

(C) Use of known technique to 
improve similar devices (methods, or 
products) i > the same way; 

d> \ > A o - < toiown technique to a 
known! device {method, or product) 
ready for improvement to yield 
predictable results: 

(E) "Obvious to try"— choosing from a 
in <! nu ber of idenii! | r < bS 

, ilutions with a rea 1 <pt 1 • 
of success: 

(F) Known work in one held of 
endeavor may prompt variations of it for 
cm > > u ie sat v f i 
one based on -i-i 1 'ars or other 
market noes the variations d 
have been predictable to one of ordinary 
skill in the art; 

Kb Some teaching, suggestion, or 
motivation in (1 j lat would 

have led one of ordinary skill to modify 

j i ! ■ i ■ 1 • n in ( 
prior art reference teachings to arrive at 

; 

The subsections below induce 
discussions of each rationale along with 
examples illustrating how the cued 
rationales may be used to support a 
finding ol ib ases ctt^d 

(iron \ 1 [On si \ f nved) may 
not necessarily stand for the proposition 
that the part c i - the basis 

for the court's holding n! ubt iousness 
Note that, in some instances, a single 
case is used in different subsections to 
illustrate the use of mora than one 
rationale to support a finding of 
obviousness, it may often be she ease 
thai, once the Graham inquiries have 
been satisfactorily resolved, a 
conclusion of obviousness may be 
supported by more than one line of 
reasoning. 

\ Ccmbmirsg Prior Ar! ibiemems 
According so Known Methods To Yield 
Predictable Results 

To reject a claim based, on litis 
rational! Ob i nast resolve 

the Crahar fa ioc ies Office 
personnel must then articulate the 
following: 

(!) a tr.uob.us thai the prior art included 
each element claimed, although not 



necessarily u • i i i reference 

with the only difference between the claimed 
invention and i , a ng the Jack of 
actna! combination of tar; elements ie a 

M 1 k 1 1 

combination, each eiement merely would 
have performed the same function as ii did 

m nig diat one of ordinary skill in 
t h Li t it i t 

of the ceuibimibon were predictable; and 

i4j whatever addilior,al findings based on 
die Graham factual inquiries may be 
necessary, in view of die iauts ot tire ease 




S . ; arah < apporia n m 
is that all the claimed elements were 

n nod ods 
with no change in their respective 
fund tons, and t he combination would 
have yielded nothing more than 
predictable results to one of ordinary 
skill in the art at the time of the 
invention.-- -'{lit can be important to 
identify a reason thai would have 
prompted a person of ordinary skill in 
the relevant field to combine the 
, b n i i 1 t V \ < i dool ir ,, 
invention doss." 44 If any of these 
findings cannot lie made, then this 

; tie used to support a 

conclusion that the claim would have 




Andarson's-Elock Bock, Inc. v. Pavement 



s i v t 

combined so , emenis onto 

a single chassis. Standard prior art paving 
machines typically combined eqnipmeue for 
spreading and shaping asphalt onto a single 
chassis. Tn« patent, claim included the well- 
known element of a radiant-beat burner 
attached to die side of the paver for the 
purpose of preventing cold joints during 
cc.mi.nueus strip paving, 46 All of the 
component parts were known in the prior art. 
The only difference was the combination of 

i nt its" int i i t i 

mounting diem on a single chassis. The Conn 
found that tine operation of the haraer was in 
no way dependent on toe operation of tire 
ether equipment, and that a separate heeler 
ooo.'ai also be asad in oofijanelaon with a 



foe, 4 t s I 

t N l s * ate. v. e veme, ; 

It yaer tPest .ad. a Pee, 7'ee Co' c. ae/iwwoiWs 
Equip. Corp-.. 340 U.S. 147, 152. 87 CSPQ SaS , sac 
(1950). 

«KS8. 550 0.3. at .... 82 USPQ2d ttX 1396. 
"''396 U.S. 57. 183 USPQ 673 11969), 
' ;b ":'h,,-. prior an esse radiant heal for toioiriina the 
r.spioat to made patches, hut dir: no! are waiota 
best !mr»ers to ttrdiicra cojitutooos strip t« lag. 



standard paving machine to achieve the same 
results. The Court concluded that "[tjho 
convenience of patting the burner together 
with the other elements in one machine, 
though perltaps a matter of great, 
convenience, did net produce a 'new' or 

1 hrittt ts 

ski ' seel then lemen 

in corobinatio 1 , wen obvious 

Note that combining known prior art 
elements is not sufficient to render the 
i vious ii fh< ; u'tts 

i t ui 1. mi it ot 

ordinary skill in the arts" 1 "When the prior 

' a i > .i ril.rimmy 
known elements, discovery of successful 

ms of combining t i k 

it" nonobviou*."** 

Examoif 2 i m.i ' > tin nnnctz 
v. rip Chance Co.*" was directed to a system 
which employs a screw anchor for 

, existing gnmdationr and a 

mm bracket to transfer the bunding a 
onto the screw anchor. The prior art tiller) 
usee screw anchors bar underpinning 
existing structural foundations, ruber usee a 

r t r mister the load of tin 

i t i i l> i \ 

tCregery; twee a push pier for underpinning 
existing structural leundaiiotts. Gregory 
taught a method of transferring load using a 

i [ , i tt ! ot ki t ti ue'in 

the fo-undiition toad to the push pier. The 

■ , ibh put r the 
load. Neither reference showed die two 
ehsnents ot the churned inventinn— screw 

aochor ami metai bracket used together. 

The court found that "artisans knew that a 
fooiKta'oen itnderrihtning system requires a 
means of connecting the foundation to the 
load-bearing member." :VJ 

The nature of the problem to be 
solved — underpinning unstable 
foundations — as well as the need to 
connect the mm a o; t < u ■ u < 

> mph t, litis el e> t Id bat < h d 
one of ordinary skill in the art to choose 
an appropriate load bearing member and 
a compatible attachment. Therefore, it 
would have been obvious to use a metal 
bracket (as shown in Gregory) In 
combination with the screw anchor (as 



wqatm 




ehwtrch/ws WitruowUai a, the wis of muarieotun 
eiectrodes. Pi. at 42~*4;t, so-iw, taa tmi-'Q.u sea.. 

KSll SSi) U.S. at , S2 tJSCOge at 1 3ss. 
»CSS7 than 1270. 68 USPQ2d 1686 (Fed. Ck. 

2004). 

Mfrf.at32?6,68 US?Q2<j,-it1B«l, 
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shown in Fuller) f.o underpin unstable 

B. Simple Substitution of One Known 
Element for Another To Obtain 
Predictable Results 
To reject a claim based on this 

t to > ; , r n no t rewd< e 
She Graham t ies Office 

personnel must theft articulate the 
following: 

ft) a folding that the prior art contained a 
an ■ e ( m t ii i [ i ji \ .< i t i i j 

from the claimed device by foe substitution 
ents (step. element, etc.) 



Folisky article leathered by two of the three 
i it v of the t >f t had explicitly 

suggested e i >ev ribed 

for protein synthesis., the inserted 

> j ,i r.piii 1 1 i 



.viUi f. 



hiding that the suke.bi. 



tfti a finding that one of ordinary skill in 
the art could have substituted one known 
element tor .mother, and tha t of the 
substitution, would have been predictable; 



The rationale to support a conclusion 
that the claim would have been obvious 
is that the substitution of one known 
element lor another would have yielded 
oredictabie results to oca of ordinary 
skill in the ait at the time of the 
invention. If any of these findings 

I i i itioaate 

cannot be used to support a conclusion 
that the claim would have been obvious 
to one of ordinary skill in. the art. 

Example I ■ The claimed invention in Jo re 
Fou( s ~ was directed to a teethed for 
decafiefoatfog eoitee or iaa. The one; art 
(PagUaroj method produced a decaffeinated 
vegetable material end trapped the oafteirie in 
a ' it % ! 1 r i t ft s 

aqueous extras. tien process. Applicant 0 0 
sun footed an evaporai.ft t 
for the aqueous extraction step. The prior art 
(Waterman) suspended coffee n oil and then 
directly distilled the caffeine through the oil. 
fh< coin i i d i i h 1 1 * 

and Waterman teach a method tor separating 
caffeine froin oil. it would have been prima 
fade obvious to substitute one method for 
the other, express suggestion to substitute 
one equivalent ior another need not bt: 
present to render such .substitution 



.host species. Generator spetektog, protein 
synthesis in vivo iohows the path of 1 > 



; torepia 



With a 



i to lead to protein. : 
because one of ordinary skill in the art 
have been able to carry out such a 
substitution, and the results were reasonably 
predictable, 

In respo i 
that there had been significant 
unpredictability in the field of 
molecular biology at die time of the 
invention, the court stated that the level 
of skill was quite high and that the 

taken alone, 
contained detailed enabling 
methodology and included the 
suggestion thai tuodifu rtion would 
be successful for svttrhesis ot proteins. 

This is not a situation where the 
rejection is a statement that it would 
have been "obvious to try" xvithout 

tore then e ; sonab) 
expectation of success. "Obviousness 
does not require absolute predictability 
of success." ss 

. t 1 to - 10" 

Cocoes d.'o.S" ii sat forth above in ivxarnpie 

The prior art showed differing load- 
bearing members and differing means of 
attaching the foundation to the member. 
Therefore, it would have been obvious 
to one of ordinary skill in the art to 
substitute the metal bracket taught in 
Gregory for Fuller's concrete haunch lor 
the predictable result of transferring the 
load. 



The : 



0 tot 9 



hound book made by gluing a 
a peeitet sheet ci paper together to tore! a 
continuous two-ply scant deiuiing a rinsed 
pocket. Tee poor art ■ Wyanft disclosed a; 

jx , j t b ; a Singh 

sheet and sneering the ioh'ler portions along 
ire; inside margins using tee.y convenient 
Ponding method, due prior art. tWyaot.) did 
not. tbsf.io.se bending the sheets to for en a 
n. The ; 

1 i >x 1 a pocket, thai is made by 
ril eg t t \ ".Suets 

along three > . < h 

pocket with an opening along its fourth edge. 

i v -do,,) i F W'ya 

and Dick, the Board "found that 11) each 
of the claimed elements is found within 



■a id. at a 



the sit and contend of the prior art; 

i i 

ordinarv skill in the art would have 

cognized at tbt tat t it« i i s 
made that the capabilities or functions 

Cdt i n» "t hy " B .- j a rd" concluded 't ha i 

• I 1 hi ' ' » 
two-ply seam of Dick for the folded 
seam of Wyant thus is no more than 'the 
simple substitution of one known 
element for another or the mere 
i if a kite eohnique to a 

piece of prior art ready for 

C, Use of Known Technique To Improve 

Similar Deve • . th d Pj id i 

in the Same Way 

To it a ' t based on Shis 
atom, ft .) > i must lesolve 

he Gra! s Oifice 

personnel must then articulate the 

1 1 i finding thai the prior art contained a 
'drear' device (method, or product; upon 



.5 improved in the i 



ftd a finding that nee o; ordinar y skill in 
he art could have applied die known 
improvement" technique in the same way tc 
he "hi.se" device (method, or product) and 
mid have been predictable to 



:i the ; 



(4i whatever additional findings based on 
the Grcher"; faetual inquiries may r;e 
necessary, in view of the facts of the rase 
under consideration, to explain a conclusion 
of obviousness. 

The rationale to sot; port a conclusion 
that tin ci; b been ob\ 1 n . 

is that a method of enhancing a 
particular class of devices (methods, or 
products) was made part of the Oidtnary 
capabilities of one skilled iu the art 
based upon the teaching of such 
improvement s on, On< of 

ordinarv skill in the art would have 
1 < > tfos known 

method of enhancement to a "base" 
to . . > t i i t n the pno! 

art and the results would have beets 
predictable ft; one of ordinarv skill in 
the art. The Supreme Court in KSR 

tin »pli> cum oi 

the technique would have been bevond 
tht skill >f onet Unas ki.l in ft. 
art toon )ld u 

have been obvious. 88 Il'anv of these 
findings cannot be made, then this 

*» KSH, SS0 U.S. at .... 82 USFQad at 1396. 
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rationale cannot be used to support a 
conclusion that the claim would have 
i 1 t to nary skill in 

Example J .-The claimed invention in in re 
Niksea w was dimmed io a "means by which 

| mverierriype fluorescent lamp 

Delias', is disable:! in case dm output curiam 
from the Inverter exceeds some pre- 
established tfueshoid level for more than a 
very brief period." '•" Tea! is. tee current 
output was monitored, and ii the current 
output exceeded some throsooia lor a 
,pi ( lind viu i 1 1 s > si«na! was 

I i j i i ! )v ' 1 

it torn damage. 

the prior ai USS . in) 
described a device for protecting an 
inverter circuit in an undisclosed 
manner via a control means. The device 
indicated the hlgi.e load concision by 
way of it 1 i t riot 

protection. The prior art (KainmiHer) 
d)sv os, } d i 1 (g inverter i > 
even! of a high-load current condition in 
order to protect She inverter circuit. That 

1 on ( erloat pi election was achieved 
by disabling the inverter by means of a 
cutoff switch. 

The court found "'it would have been 
obvious to one of ordinary skid in the 
art to use the threshold signal producer) 
in the USSR device to actuate a cutoff 
switch to render the inverter inoperative 
as taught by Karainiller." 01 That is, 

sine ti i known technique of a cutoff 
switch fo: tuCh d s- of to provide 
the }>t o t r t i * ; j ' i 

i • a. aid 

f ordinary 

skill. 

hi i ) > < hai \ AB 

Chance Co.'- is set forth above in Example 

2 in subsection 511. A. 



solved may loop, inventors to took a; 
references relating to possible solutions 
t ) thai pro (let i it efore, if \ 
have been obvious lo use a metal 
bracket (as shown in Gregory) with the 
screw ancho I allot) to 

underpin unstable foundations. 
D. Applying a Known Technique to a 
K ! t \n P id 1 

R< tub. or Imprc t Ml 

Predictable Results 




personnel mast then articulate the 
following: 
[1) a finding that she prior art contained a 
• f or product apt a 
which she claimed invention can be seen as 

12) a finding thatthe prior art contained a 
i \ i ' [ t i it e to tire 

base device (method, or product!: 

it -si 1 m 

i a ^ d jpnhing 
the known technique would 1 1 yachted 
predictable results and resulted m an 
improved system,; and 

(4) whatever additional findings based on 
the Graham factual inquiries may be 
necessary, in view el the facts of the case 
under consideration, to explain a conclusion 
of obviousness. 

The rationale to support a conclusion 
that the claim i i ibvions 

is that a particular known technique 
was recognized as part of the ordinary 
capabilities of one skilled in the art. One 
of ordinary skill in the art would have 

i ' tin known 

technique to a known device (method, 
or product) that was ready for 
improvement and the results would 
have been predictable to one of ordinary 
skill In the ait. If any of these findings 
cannot be made, then this rationale 
cannot be used to support a conclusion 
thai the claim would, have boon obvious 
lo one of ordinary skill in the art. 

Example l : The claimed invention in Dana 

< ( > - < > Is M.OI 

(/.;;., computer) for automatic record keeping 
1 i \ it 

s er would put a 
voce on cacii check, o; deposit slip. The 
check processing system t 1 record these 
on the in hi magnetic ink, just as it did 
for amount and aecoien information. With 
ibis system in place, the bank can provide 
statements to customers that are broken 



is lor each category. The 




a general purpose computer is programmed 
to provide bank cusiorners wide an 
individualised and categorized breakdown of 
their transactions daring the period In 
question. "*s 

Base System— The nature of the 
current use of data processing 
equipment and computer software in 
the banking industry was that banks 
routinely did much of the record 
keeping automatically. In routine check 
processing, the system read any 
magnetic ink characters Identifying the 
account and i he sj 'on also 
road the amount of lire check and then 
printed that value in a designated area 
of the check. The check was then sent 



«4-'5i S ;n st-Q w m . 
»*fef. at 222,189USh > Qat25S. 



through a further data processing step 
which used the magnetic ink 
information to generate the appropriate 

to the appropriate accounts. These 
systems n 1 ngpeimdn 
stats a nts t i ( h as the 

monthly statement sent to checking 

improve Sysl i n < 1 

invention so, s system b> 

' o in t «hicb can 

then be utili; ' penditures by 

category. Again, the category code will 
be i k lull i 

deposit slit;) which will bo read, 
converted info a magnetic ink imprint, 
[ root ;st in th( dabs system 
to include the category code, This 
enabled repot ting of data by category as 
g> i o I tan repouu „ ) * 

account number. 

application of a technique from the 
prior art — the use of account numbers 
ioeimrthlY used to track an n th Jo t - 
total transactions) to solve the problem 
of how to track categories of 
jxpenditnrcs > , cunt for 

j ' 1 inn s tin n a s 
i th dih t j d t! r t aj i bit oi pro< t ising 
in the automatic data processing system) 

t t i > tingnish between 
different, customers. Furthermore, banks 
haw to > 1 

to service charges within any given 
separate account and have rendered 
their customers subtotals bar those 

t 1 la • 1 , 0,\ 

needed to set up separate accounts for 
each category and tbus receive separate 
vi j.pph jting the it i ount 

inlonoation with additional digits (the 
category codes) solved the problem by 
effectively creating a single account that 
can be treated as distinct accounts for 
tracking and reporting services. That is, 
the category code merely allowed what 
might previously have been separate 

1 i i it 
account, but with a number of sub- 
accounts indicated in the report. 

hi bat t * itting indicia 

t t bled stand rd 

, o s t r fl ,t ft p ,iu igwo ,1 
baveyiel han th 

' ot oi 

ordinarv skill would have expected to 
achieve with this common tool of the 
trade and was therefore at: obvious 
expedient. The Court hotd that "(f|he 
gap between the prior art and 
respondent's system is simply no! so 
, t render tl 

the art." ! « 
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Example 2: The fact pattern in hi re 

< is set forth above in Example 1 ia 
subsection [il.C. 
The court found "it would have been 
fiu i . > kill in tht 

■h' t us* tht t * i >rodu « i 

S i « a cutoff 

switch 1 i nd ■ i h >perath t 

as taught by Xammiiier." The known 
■ .; . ■ 

\v n i 1 I i lit » > 

protecting the inverter circuit. 
Therefore, it would have been within 
the kill of the ordinary artisan io ess 
a cutoff switch in response to the 
actuatiot signal t ; t invertoi 
E. "Obvious To Try "-Choosing From a 
Finite Number of identified. Predictable 
Solutions, With a Reasonable 
Expectation of Success 

To reject a claim based on this 
rationale, Office personnel must resolve 
the Graham factual inquiries. Office 
personnel must then articulate the 
following: 

(1) a rinding that at the time of the 
invention, there had been a recognized 
problem or need in the art, which may 
include a design need or market pressure to 
solve a problem; 

(2) a finding thai there had beet; a finite 
asnnber of identified, predieaibie poison dd 
solutions to the recognized need or problem; 

i) a finding that oo< i < 
the art could have pursued toe brown 
potential soiiteons with a reasonable 

, itron oi success; and 

(4) what, ui i i i 

the Graham factual inquiries may be 
'i ii mi t I he case 

in dot i u sid ion. exj . i conch : en 
of obviousness. 

Set a nd o , usion 
il i tire claim would u. > been obvious 
is that "ape' so i 

good reason io pursue the known 
options within his or her technical 

j -p ft this 1 >1 s t 1 I t ' 

success, it is likely the product not 
innovation but of ordinary skill and 
common sense. In thai instance the fact 
that a combination was obvious to try 
tnigh show thai * s viot i 
§1 Ode fi» i f any of these findings cannot 

used io support a conclusion that the 

do a M n 

b/h-er, hie. v. textew. inc.- was directed to 
toe ami ni.jn i i > , i \ 

iscommntiij , ' n n he 

United States under the irsdemerk Norvasc*. 



0-851 F.?.d 140!, 7 itSPqsd 5 SCO (Fed. Dr. J 988;. 

r , i I 32a a 
**>KSB, 580 U.S. si , 82 US?Q2d at 1397. 
'»48CI P. 3d 054S. 32 USPQ2d 1321 (Fad. Cir. 



< lipiiiewas 
known as seas the use of besyiate anions. 

therapeutic properties as were being chimed 
for the ii i i j i besyiate bat t 
discovered tte . > irr had better 

raamrfactujing properties (e.g., reducer! 

Pfizer argued that the results of 
i j i e would 

have been unpredictable, and therefore 
were nonobvious. The court rejected the 
notion iims innpredtetabi hi y could be 

because there were only a finite number 
(53) of pharmaceutical!;? acceptable salts 
to be tested for improved properties. 

r )1 !■ w /']' i.Vftu't.n ,Tt, 

mnohinabihty of amlodipina wound 
have looked io forming a salt of the 
i ml en vculd bavt bf u b t 

to form pharmaceutical ep t 
salts, which would be an acceptable 
number to form "a reasonable 
1 tion of success." 

Example a: The claimed invention in Alee 
Corp. v, Mylan Laboratories, fee," was 
drawn to susiamed-reiease fomutedions of 
the drag oxybatynui in winch tee dreg is 
o if ii, rate re a 2a-bour 
{ rui 1 L3x^ . ^ i i u i \ 

water sciubie, and the specification bad 
pointed out that development of sustained- 
release formulations of such drugs presented 
particular problems. 

A prior art patent tit hforeiks had 
taught sustained-release compositions of 
fdgbdy water-soluble drugs, as 
exemplified by a t i ! i 
un ulati i rj Morella had 

also identified oxybitiynin a;; belonging 

1 i t a prior art patent fiad 

of oxybuiynin that had a di detent 
release rate than the claimed, invention. 
Finally, the Wong prior art pateiti bad 
taught a gem ra pplicab method for 
delivery of drugs over a 24-hour period. 
Although Wong mentioned applicability 
of the disclosed method to several 
categories f i > i s > n j 
belbaged, Wong did not specifically 
mention its appii butyni 
The court found that because the' 
ior\ 1 n pro in of <ybuiynin 
would have been reasonably predictable 
at the time of the invention, there would 
have been a reasonable expectation of 
successful development of a sustained- 
release »< ' il ni n of oxybuty cin as 
claimed. The prios aid, as evidenced by 
the specification, had recognized Ore 
obstacles to be overcome in 

"~»464F.3di2«i. 80 USPQte 1001 (fed, Cir. 
2006). 



d t gs and had suggest id a finite 
obstacles. The claims were obvious 

1 t t Pti 

sustained-release compositions, with a 
reasonable expectation of success. The 
>u i v is x >t s\\ yed by a • a let ts of 
a Sack of absolute predictability. 

Example 3: Trie claimed invention in Ex 
raoiec^ 

ataiin by its partially specified sequence, and 

A prior art , t ; t nigh 

the pn'vpep t {aimed 

nucleic acid, but did not disido.se either 
the sequence of the polypeptide, or the 

iaimer is* t; led 1 u< ie < acni tnoie< me 
However, Valianie did disclose that by 
employing conventional methods, such 
as those disclosed by a prior art 
laboratory manual by Sanxbrook, the 
sequence of the polypeptide could be 
determined, and the 'nucleic acid 

do ii. ' )- .. d hi new of 
Valtante's disclosure of the polypeptide, 
and of route i • < 
sequencing the polypeptide and 
isolating the nucleic actid molecule, the 
Board found that a person of ordinary 
skill in the art would have had a 
reasonable expectation that a nucleic 
acid molecule within the claimed scope 

■ 1 1 b > i fully obtained 

Relying on In re Deuel, Appellant 
. i tt t v • 1 proper for the 
! h i . 1 i 1 t tl i 

Valiante patent together with the 
methods described in Sambrook to 
reject a claim drawn to a specific 
nucleic acid molecule without 

acid molecule. Ciloig KSR, die Board 

> • n otivation to 
solve a problem and there are a finite 
number of identified, predictable 
solutions a j nary vkdl has 

known 

options within bis or her technical 
grasp, if this leads to anticipated 
t :b t o tee f d if 
n kill mo 
common sense" The Board noted that 
the problem facing those in the art was 
to isolate a specific nucleic acid, and 
ihere were a limited number of methods 
available to do so. The Board concluded 
t\t tht si , . ", il t , t ,,.) 
reason So try these methods with the 
reasonable expectation that at least one 
would be successful. Tims, isolating the 
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specific • 1 ' acid molecule claimed 

VVa$ I '1 j ( 1 I i '1 » > i ! i K 

F. Known Work in One Field of 
.. ; P 

for Use in Either the Same Field or a 
Different One Based on Design 
incentives a ' 1 t i e<os rid'he 
Variations Would Have Been 
Predictable io Tine of Ordinary Skill in 
the Art 

To reject a claim based on this 
rational^, vhb - . must resolve 
the Graham factual inquiries. Office 
oersomub nsusi then articulate the 
following: 

(i) a finding that the scope and content of 
the prio) irt » h thei a the same fi< 
endeavor as that of the applicant's invention 
or a different field of endeavor, included a 
similar or analogous device (method, or 
product); 

(It) i: s J i 1 1 i war!: i 

have prompted adaptation of the known 
device (method, or product); 

! j) a finding lhat. the difference!, between 
the claimed invsi < 1 
encompassed in known variations or in a 
principle known in the prior art; 

l-i , in In lS.il on, ki a .1 
the art. in v:«w of the identified design 

implemented the obir-aied variation of the 
j i 1 I ami the el aimed, variation ' 

have been predictable to one of . ) < y skill 

in the art; and 

{5} whatever additional finding:; bared on 

the Graham fecund impedes raav be 

necessary, in view of die fads of the ease 
j 1 i 

The rationale to support a conclusion 
lhat the claimed invention would have 
been obvk is s hat t) s i incentives or 
other m » ket fort is con 3 have 
prompted on dinary sk 
to vary the prior art in a predictable 
till!, in the claimed 
my ;)t those findings 
cannot be made, then this ratiosiale 
cannot be i to support a ecyioicaco:; 
that tl claim would have been obvious 
to one of ordinary skill in the art. 



and the known solutions of the prior art 
and it would have been well within the 
ordinary skil demerit the 

i nine it 

The court held that "ttjhe gap between 
the prior art and rt -p j! i st 
simply not so great as to render the 
,h - <on<ibh 

skilled in the art." 7S 

Eea.etpe: 2: The claimed invention in 
feoed'op emierceises. lac. v. Fishar-Prica, 
hie. 7 " was directed io a learning device io 
help young children read phonetically. 
The claim read as follows: 
An interactive learning device, 
comprising: 

homing including a plurality el switches; 
a i predm.tion device in r n u t n a 
with the switches and including 3 
processor end a memory; 
at least one depiction 

each letter being associable with a 



The court found that the problem, 
addressed by applicant — the need to 
give more d i.i d w n by 3 

category of transactions— was closely 
enek oi io t task at, yd 

. i s n 1 

business units. 7 * Thus, an artisan in the 
dale processing area woulci have 

s ol ps obl em 



i reader configured to communicate the 



,e lea:. 



The court concluded that the claimed 
invention would have been obvious in 
view of the combination of two pieces 
of prior art, (1) Bevan (which showed an 
electro-mechanical toy for phonetic 
learning), (2) the Super Speak & Read 
device ■ SSR! (an eiecfronic reading toy), 
and the knowledge of one of ordinary 
skill in the art. 

The court made clear that there was 
no technological advance beyond the 
skill shown in the SSR device. The 
court slated that "one of ordinary skill 
hi the ar! of children's learning toys 
would have found it obvious to combine 
the Bevan device with die SSR to 
update it using modern electronic 
components in order to gain the 
commonly understood benefits of such 
adaptation, such as decreased size, 
increased reliability, simplified 
operation, and reduced cost. While the 
SSR only permits generation of a sound 
corresponding to the first letter of a 
word, it does so using electronic means, 
The combine! tens is t hus the adaptation 
)f an old ids ' daevan! 

using newer technology that is 
commonlv available and understood in 
the art (tire SSRj." 

The court t e a trie d 

invent' m was but a i " i on a i 
known children's toys. This variation 



piesented no nonoovious advance over 
other toys. The court made clear that 
there was no technological advance 
beyond the skill shown in the SSR 
device. The court found that 
"iajecomodating a prior art mechanical 
c <s\ ice bat a t thai goal to 
nioderr elet iron s would ha 
reasonably obvious 1 one of ordinary 
skili ft: ' s j i children's learning 
devices. Apply tog << >j electronics ; 

i i devices has be« 

commonplace irt recent years." 

Example 3: The c 
is' ahli \ t d e L< 



tehee 



■"'III at 230, 189 USPQ»t2Bl. 

7 »485 F.3d 1157, 82 USPQtUi 1687 {fed. Civ. 

aoo?;. 



changed as the pedal was adjusted. The 
placement of the on if sernbh 
support kepi the mrwor lixed while the pedal 
was adjusted. 

Co n t>n i i o ten fed h\ 

a mechanic;!; link which adjusled the 
throttle based on the travel of the pedal 
from a set position. The throttle 
controlled the combustion process and 
the available power generated by the 
engine. Newer cars used computer 
controlled throttles in wh ich a sensor 
detected the motion of the pedal and 

it sig opine 1 i 

throttle a<w 4,,, 1 1 time h 
invention, the marketplace provided a 
strong incentive io convert mechanical 
pedals to eh and the 

prior art. taugl . • d methods for 

n, s J 1 <• it i 

adjustable pedai with a fixed pivot point 
with mechanical throttle control, The 
prior art 1'936 patent to Byler) taught an 
electronic pedai sensor which was 
placed on a pivot point in the pedal 
assembly and that it eras preferable to 
di tec ihs p. tie p 0 1 

mechanism rather than in the engine. 
The prior art (Smith) taught that to 
prevent the wires connecting the sensor 
to the computer from chafing and 

io.., out, the sensor should be pul 
oil a fixed part of the pedal assembly 
rather than in or on the pedal's footpad. 
The prior art (Rixon) taught an 
sdjus (sensor it) the 

to in electronic sensor for 

throttle control There was no prior art 
electronic throttle control that was 

j 1 1 tnbly vvhicl 

kept the pivot point fixed when 
1 p< d 

T > 1 S 1 1 1 

question to have asked was whether a 
pedal designer of ordinary skill, facing 
tht wide ra • eatedby 
developments in the field of endeavor, 
would have seen a benefit to upgrading 
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Asano wish a sensor." ~ a 'Che Court 
round 'I i' < u . > < . developments 
in the automotive design would have 
nrompied a designer to upgrade Asano 
wifii an electronic sensor, the next 
question was where to attach the sensor. 
Bas dot igner would 

he. i know it >! e the sens on a 
I'ir.j i t> i t 

and the most e •■ - i i ' i , ig Me 
on the stru f i 1 >et sor 

cat) t< siiv i - . position 

w is ,x r h ot ( oint Vhei i oncl d< 
that ii would have been obvious to 

i , i re 

adjustable pedal by replacing the 
mechanic, 1 <- • < t h 

with an electronic throttle control and 
1 1 ) i 1 1 i i n 0 
pedai support structure. 

\ : i f . I 11/ 

j t ( i me; a consuuae electronics 
device using bioraUheaticaaim to authorize 
sub-risers clan authorized credit account re 
piaca o'ders i > > on 1 
up to a pre-set maximum sub-credit limit. 

The prior art (Nakano) disclosed a 
consumer electronics davit'.-; iika the claimed 
invention, except that seoreuty was provided 
by a password aada.-niiratiaa device rather 
than a h o ui i > i < ' \ it 

(Raraea) disclosed thai he: aaa ai a 

information (fingerprint; was known in lira 
orior art at the tune of rha invention. '!'i;e 

O l i (D d J i l la 

known in the an ai the time of the invention 
re substitute freewdvmtioatiar, ior ITe^ 

The in a i found that lac crier i "strews 
that one of ordinary skill in die consumer 
electronic device ari ai bee time of the 
invention ail bare been familiar i 
using lio.tr .u iaiorniaricn 
interchangeably with or in lieu ofPINs to 
authenticate users." The -Band concluded 
dee eta; of ordinary ski:! in rue art e? 
consumer efoclvomc devices wenid have 
found ii obvious ro update rha prior art 
password device with the modern 
bioauthenticsrian eeiaipaneni and thereby 
gain, predictably, tire corenrerby understood 
i-jf i,d t, a sai 1 > 1 m ( ti 

and reliable i t m pracedere. 

G, Some Teaching. Suggestion, or 
Mob vat ot n r re ^ 

Have Led Ore ot Oreiioarv Skill To 
h » lire Prior Art Reference or 
Combine Prior Art Reference Teachings 
To Arrive at the Claimed Invent ton 

To reject ti claim based on this 
rational* ( lust resolve 

the Graham hn to I .tare: ;es. Office 
personnel roust then articulate the 
following: 



(1) a find ng i r t 

suggestion, or motivation, either in tire 
references themselves or in lite knowledge 
generally available to one of ordinary skid 

reference teachings; 

•2; a finding that there was treasoiiabie 
> iti s; and 

■3; whatever additional findings based an 
the CAAe.eo factual inquiries may be 

11 iclx of the cast 

under consideration, to explain a conclusion 
of obviousness. 

The rationale to support a conclusion 
that the claim would have been obvious 
is that "a person of ordinary skill in the 
art would have been motivated to 
combine the prior art to achieve the 
claimed invention and that there would 
have been a reasonable expectation of 
success/' 80 If any of' these findings 
cannot be made, then this rationale 
cannot be used to support a conclusion 
that the claim would have been obvious 
to one of ordinary skill in the art. 

The courts have made clear that the 
teaching, suggestion, or motivation test 
is Hexible and an explicit suggestion to 
combine She p - tor a n 
Tire motivation to combine may be 
implicit and may be found in the 
1 • ige of one of ordinary skill in 
the art, or, in some cases, from the 
nature of the problem to be solved. 8 * 
"!A]n implicit motivation to combine 
exists not only when a suggestion may 
be gleaned from the prior art as a whole, 
but when the •improvement' is 
technology-independent and the 
combination of references results in a 
product or process that is more 
desirable, far t >,u re) because it is 
stronger, che a i l< a 1 'or, lighter, 
-re r, i lore durable, or more efficient. 
Because the desire to enhance 
commercial opportunities by improving 
a produt lor } easai — and 

even common-sensical — we have held 

is i these situations a 
motivation to combine prior art 
references even absent any hint of 

a dm oh t ii *h> m A, 
In such situations, the proper question 
is xvhether the ordinary artisan 
possesses knowledge and skills 
rendering him capable of combining the 
prior art references." 32 
IV. Applicant's Reply 

Once Office personnel have 
established the (Annum tactual findings 
and on hid d thai « laimed 
invent oiw .bvtous, th 

burden then shifts to the applicant to (1) 



"i>,6to; T , I foeniond 

KG\ , i ta 1360 *0 

USPQ2d 1041. 1645 (Feci, Cm 2006). 

»' Id. at 1368, 80 USPQ&rt at 1643. 

« id. at 1368, HO iJSf'Q2ri at Ut5i. 



show that She Office erred in those 
findings, or (2; provide other evidence 
to show that the claimed subject matter 
would have been nonobvious, 37 CPS 
1.111(b) requires applicant to distinctly 
and soecificaiiy point out fho supposed 
errors in the Office's act lor; and reply to 
every ground of objection and rejection 
isi tiie Office action. The reply must 
present arguments pointing red the 
specific: distinction believed to render 
the claims patentable over any applied 
references. 

f an appiican sagret vi \ 
1 i ' i i findings by en- Office, at 
effective traverse of a rejection based 
wholly or partiaily on such findings 

-i i j i t i t n i t 

explaining why the applicant believes 
i m ;[ ilti b 

the factual findings, A more statement 
or argument that She Office has tied 
established a nrhva facie case A 
obviousness or that the Office's reliance 
on common knowledge is unsupported 
by documentary evidence will not be 
considered substantively adequate to 
rebut the rejection or an effective 
traverse of the rejection under 37 GFR 

1 ! A ai 

tins situation may repeat the rejection 
made in the prior Office action and 
make the next Office action final. See 
MPEP § 70b.07i». 
V. Consideration of Applicant's 
Rebuttal Evidence 

Office personnel should consider all 
rebuttal evidence that is timely 
presented by the applicants when 
reevaluating any obviousness 
1 i ebu videnee ) 

include evidence of secondary 

sstccess, long felt hut unsolved needs, 

i i mag dso 
include ere s 
As set forth in section 111 above, Office 
personnel must articulate findings of 
fact that support the rationale relied 
upon in an obviousness rejection. As a 
esutg apj 1 o submit 

evidence to rebut th i i 

' ( ) f i s < u o Hi 

case of ti claim to ti combination, 
applicants may submit evidence or 
argument to demonstrate that: 

A Ac e art 1 ► a' «rt ireuhj not 
bare eomrened the uiai.nred elements by 

_ , : e . u 

difficulties); 

(2} the elements in combination do not 
merely perform the function that each 
element performs separately; or 

j. > i • ombumuon 

were unexpected. 



«» Grata:::: v. faka »rere Co., 383 U.S. ai 1 1, 148 
U5PQ314S7. 
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Once the applicant lias presented 
rebuttal evidence. Office personnel 

the entire record." 4 AH the rejections of 
record and proposed rejections and their 

it !ion si uu d . ni< ate tht 

Office ind > nd a ions 

j l i> 1 v endings, t 
)>; « k 1 ' f > if i 

are to be followed in determining 
whether < action may be . final. 

See MPEP § 2145 concerning 
eonsidetaSi - - nd attai 

evidence. See also MPSP §716 to 



23:! USI-Q OSS, VeS OOhI CO. e:«-C. a. r<; a;; 
m'i 90! 2d 04 .4 14 USPC t ) 4 
{F«d. Cir. 1990). 



§ 716.10 regarding affidavits or 

i k ■ CFR i ' 52 
for purposes of traversing grounds of 

Dated: October 3, 2007. 
Jon W. Dudas, 

Ir "il c tuoi 
Property and riicrcior of the UniU.-d Stale;; 

[FR Doc. E7-19873 Filed 10-9-07; 8:45 amj 



DEPARTMENT OF DEFENSE 

Office of the Secretary 

[Transmittal Nos. 08-09] 

36(b)(1) Arms Sales Notification 

AGENCY: Department of Defense, Defen.se 
Security Cooperation Agency. 



ACTION: Notice. 



SUMMARY: "The Department oi I tefer.se s 
oubiishing the unclassified ;e:<l of a 
section 36(b)(1j atKis sates notification. 
This is published to fulfill the 

. i 1 
Law 104-164 dated 21 July 1996. 
FOR FURTHER INFORMATION CONTACT: Ms. 
3. English, DSCA/D30/CFM, (70S; 601- 
3740. 

The following is a cow of a tetter to 
the Speaker of ^ House of 

v, th j tached trat si itta) poll > 
justification, and Sensitivity of 
Technology. 

Dated: October 3. 2007. 
i..M. Byjsam, 

> ^ , s on Oh! 



